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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE^i MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
' Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this conununication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to cx)mmunication(s) filed on responses filed on 02/02/2005 . 
2b)\3 This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 25 is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3 All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.13 Certified copies of the priority documents have been received in Application No. 10/168.717 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



4) 0 Interview Summary (PTO-413) 

Paper No(s)/MaiI Date. . 

5) Q Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 
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2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 

1 . This application claims benefit of the foreign application: 
GERMANY 19962601 .4 with a filing date 12/23/1999. 

2. Amendment of claim 25 and cancellation of claims 1-24 in the preliminary 
amendment filed on October 06, 2003, is acknowledged. Claim 25 is pending in the 
application. 

Response to Election/Restriction 

3. Applicant's election with traverse of Group V in the reply filed on February 02, 
2005, is acknowledged. The traversal is on the grounds that restriction within the 
subject matter of claim 25 should not be necessary. This is found persuasive, and 
since claim 25 is the only remaining claim in the application, therefore, the previous 
restriction requirement dated November 05, 2004, is vacated herein. Claim 25 is 
prosecuted in the case. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 25 is rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either an asserted utility or a well-established utility. 

The process of making a compound is not an utility under 35 U.S.C. 101, the 
compound must have an asserted utility or a well-established utility. In the instant case, 
claim 25 fails to recite the compound being made so as to determine If the compound 
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By adding the compounds the rejection 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out hisinventton. 

Claim 25 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claims contains subject matter 
"intermediate" without limitation or formula, which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed invention, 
see claims 25, line 1 . 

6. Claim 25 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the instant intermediate represents a compound 
of formula (I), does not reasonably provide enablement for the instant intermediate 
represents a compound other than a compound of formula (I). The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to use the invention commensurate in scope with these claims. 

For rejections under 35 U.S.C. 1 12, first paragraph, the following factors must be 
considered (In re Wands, 8 USPQ2d 1 400. 1 988): . 
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1} Nature of invention. 

2) State of prior art. 

3) Level of ordinary sl^ill in the art. 

4) Level of predictability in the art. 

5) Amount of direction and guidance provided by the inventor. 

6) Existence of working examples. 

7) Breadth of claims. 

8) Quantity of experimentation needed to make or use the invention based on the content of the 
disclosure. 

See below: 

1 ) Nature of the invention 

The claims are drawn to an intermediate obtained by reacting a compound 
of formula (II) with a compound of formula (III) without limitation. 

2) State of the prior art 

The reference Cortes's US 5,284,970 does not indicate which compounds of 
instant compounds may be useful in the claimed invention. Cortes's '970 is pertaining 
to 2-azabicyclo [2,2,1] hept-5-ene-2-acetic acid, derivatives thereof and related 
compounds, process for the preparation of said compounds and N-phosphonomethyl- 
glycine. 

3) Level of ordinary skill in the art . 

The level of ordinary skill in the art is high. The claims are drawn to an 

intermediate obtained by reacting a compound of formula (II) with a compound of 
formula (III) without limitation by the instant examples disclosed in the specification. 

4) Level of predictability in the art . 
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The claims are drawn to an intermediate obtained by reacting a compound of 
formula (II) with a compound of formula (III) without limitation, there would be little 
predictability in the scope of claimed methods. 

5) Amount of direction and Guidance provided bv the inventor . 

The claims are drawn to an intermediate obtained by reacting a compound of 
formula (II) with a compound of formula (III) without limitation, i.e., a compound other 
than a compound of formula (I), which are neither enabled nor supported in the 
specification. 

6) Existence of working examples . 

The claims are drawn to an intermediate obtained by reacting a compound of 

formula (II) with a compound of formula (III) without limitation, however, the 
specification provides only limited examples of products. 

7) Breadth of claims . 

The claims are extremely broad due to the vast number of possible "an 
intermediate obtained by reacting a compound of formula (II) with a compound of 
formula (III) without limitation". 

8) Quantity of experimentation needed to make or use the invention based on the 

content of the disclosure . 

The specification did not enable any person skilled in the art to which it 

pertains to make or use the invention commensurate in scope with this claim. In 

particular, the specification failed to enable the skilled artisan to practice the 
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invention witiiout undue experimentation. The sl<illed artisan would have a numerous 
products in order to obtain "an intermediate obtained by reacting a compound of formula 
(II) with a compound of formula (III) without limitation" as claimed. Based on the 
unpredictable nature of the invention and state of the prior art and the extreme breadth 
of the claims, one skilled in the art could not perform the claimed compounds without 
undue experimentation, see In re Armbruster 185 USPQ 152 CCPA 1975. Incorporation 
of the limitation "an intermediate obtained by reacting a compound of formula (II) with a 
compound of formula (III) without limitation", i.e., a compound of formula (I), would 
obviate the rejection. 

Double Patenting 

7. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467. 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 
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8. Claim 25 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claim 1 of prior Wulff et al. U.S. Patent No. 6,660,878. This Is a double patenting 
rejection. 

Applicants claim an intermediate (i.e., formula (I)) obtained by reacting a 
compound of formula (II) with a compound of formula (III). The products or compounds 
are found on the pages 4-16 of the specification. 

Wulff et al. claim a compound of formula (I), which is obtained by reacting a 
compound of formula (II) with a compound of formula (III), see columns 4 and 12. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Shiao whose telephone number is (571) 272- 
0707. The examiner can normally be reached on 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. McKane can be reached on (571 ) 272-0699. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to ttie Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Robert'Shiao, Ph.D. 
Patent Examiner 
Art Unit 1626 



TADFIQSOLOLA 
PFWMAm EXAMINER 



Joseph K. McKane 
Supervisory Patent Examiner 
Art Unit 1626 



May 06, 2005 



